9 



mm. 

mm 



UNITED STAT^DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 



F SUGHRUE MION ZINN MAC-PEAK ^ 
XI U0 PENNSYVANIA AVENME NW 
WASHINGTON DC 20037-3202 



Q48S91 



EXAMINER 



AN, S 



ART UNIT 



2613 
DATE MAILED: 



PAPER NUMBER 



04/03/01 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Patents and Trademarks 



PTO-90C (Rev. 11/00) 



1- File Copy 



Office Action Summary 



Application No. 
09/203,672 



AppWant(s) 

Wen et al. 



Examiner 

Shawn An 



Group Art Unit 
2613 





XI Responsive to communication(s) filed on Feb 28, 2001 . 

£8 This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayfe, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire three month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

Kl Claim(s) 8-14 is/are pending in the application. 

Of the above, claim(s) is/are withdrawn from consideration. 

□ Claim(s) is/are allowed. 

IS Claim(s) 8- 1 1 and 14 is/are rejected. 

CS Claim (s) 12 and 13 is/are objected to. 

□ Claims are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qpproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

*Certified copies not received: 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 

Response to Arguments/Remarks 

1 . Applicant's argument/reconsideration filed 2/28/01 as Paper 12 has been fully considered 
but they are not persuasive. The Applicants present argument of which Suzuki et al do not 
disclose the COD field indicating whether both the motion vector and the DCT value are encoded 
or whether only the motion vector is encoded. After careful scrutiny of the Suzuki et al reference, 
the Examiner must respectively disagree, and maintain the grounds of rejection for the reasons 
that follow. The Applicant's general invention provides a field code (COD) having at least two 
bits. The Suzuki et aPs reference incorporates both the COD and the MODB field codes to meet 
the Applicant's field code (COD) having at least two bits. Applicants argue that the COD and the 
MODB functions are not inherently same. However, the Examiner asserts that Suzuki et al 
disclose all of the limitations in claim 8 using the COD and the MODB field codes. Furthermore, 
the Examiner considers the Applicant's field code (COD) and the Suzuki et al's COP and the 
MODB field codes nothing more than a label change. Moreover, simply changing a label does not 
hold much of a patentable weight. 

Claim Rejections - 35 U.S.C § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before the invention 
thereof by the applicant for patent. 

3. Claims 8-11 and 14 are rejected under 35 U.S.C 102(e) as being anticipated by Suzuki et 
al (6,097,842) as was previously set forth in the last Office action on 1 1/30/00 as Paper 1 1 . 
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Allowable Subject Matter 



4. Claims 12-13 are objected to as being dependent upon a rejected base claim 8, but would 
be allowable: if claim 12 is rewritten in independent form including all of the limitations of the 
base claim 8 and any intervening claims. Accordingly, if the amendments are made to the claims 
listed above, and if rejected claims are canceled, the application would be placed in condition for 
allowance. 



5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Shawn An whose telephone number is (703) 305-0099. 



Conclusion 
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